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DETAILED ACTION 
Response to Election/Restrictions 

Applicant's election with traverse of Group I claims 1-12 and newly added 35-37 
in the reply filed on June 5, 2009 is acknowledged. 

Applicants' arguments are not found persuasive because Group I drawn to a 
microencapsulated catalyst-ligand system, and Group II, claims 13-34, drawn to a 
process for the preparation of a microencapsulated catalyst-ligand system. 

The reference (Ley et al, WO03/006151) was cited in the International Search 
Report disclose all limitations of the special technical feature (a catalyst and a ligand 
encapsulated within a polymeric shell) recited in claim 1 . Wilkinson's catalysts 
RhCI(PPh3)3, one of examples given by Ley et al., is a transition metal and ligand 
(triphenylphosphine) that are microencapsulated as present application (pages 9-10). 

Since the special technical feature is disclosed by the prior art, that special 
technical feature does not provide a contribution over the prior art. Further, because 
PCT Rule 13. 2 states that a lack of unity exists when the special technical feature does 
not provide a contribution over the prior art, and because the examiner has disclosed 
references which teach this special technical feature, a proper assertion has been made 
that there exists lack of unity. 

The requirement is still deemed proper and is therefore is made FINAL. 

The claims 13-34 are withdrawn from consideration. 
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Claim Objections 

Claim 3 objected to because of tine following informalities: "polymerisation" is 
misspelled. It should be read as "polymerization". Appropriate correction is required. 
Claim Rejections - 35 USC § 102 

The following Is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another 
filed in the United States before the invention by the applicant for patent or (2) a patent granted on an 
application for patent by another filed in the United States before the invention by the applicant for patent, 
except that an international application filed under the treaty defined in section 351(a) shall have the effects 
for purposes of this subsection of an application filed in the United States only if the international application 
designated the United States and was published under Article 21(2) of such treaty in the English language. 

Claims 1-12 and 35-37 are rejected under 35 U.S.C. 102 (e) as being anticipated 
by Ley etal. (WO 03/006151). 

Regarding claim 1, Ley et al. teaches a microencapsulated catalyst-ligand 
system comprising a catalyst and ligands microencapsulated within a permeable 
polymer microcapsule shell (claims 1-3). 

Regarding claim 2, the microencapsulated catalyst system taught by Ley et al. 
comprises a catalyst and ligands (i.e. Wilkinson's catalysts RhCI(PPh3)3, Rh 
corresponds to applicant's catalyst, and triphenylphosphine corresponds to applicant's 
ligand) microencapsulated within a permeable polymer microcapsule shell wherein the 
microcapsule shell is formed by interfacial polymerization (pages 9-10, claims 1-3). 



Application/Control Number: 10/568,146 Page 4 

Art Unit: 1793 

In addition, tine chiral phosphine ligand/transition metal catalyst system is also as 
evidenced by Burk et al (US 5,008,457) which is entirely incorporated by reference 
through Ley et al (page 9). 

Regarding claim 3, as discussed above, the microencapsulated catalyst system 
taught by Ley et al. comprises a catalyst and ligands microencapsulated within a 
permeable polymer microcapsule shell wherein the microcapsule shell is formed by 
interfacial polymerization (pages 9-10, claims 1-3). 

Product-by-process limitation in this claim is noted. It is considered while the 
product of the reference is made by a different process, the product made and disclosed 
is the same as being claimed, see "[E]ven though product-by-process claims are limited 
by and defined by the process, determination of patentability is based on the product 
itself. The patentability of a product does not depend on its method of production. If the 
product in the product-by-process claim is the same as or obvious from a product of the 
prior art, the claim is unpatentable even though the prior product was made by a 
different process." (In re Thorpe, 227 USPQ 964,966). Once the Examiner provides a 
rationale tending to show that the claimed product appears to be the same or similar to 
that of the prior art, although produced by a different process, the burden shifts to 
applicant to come forward with evidence establishing an unobvious different between 
the claimed product and the prior art product (In re Marosi, 710 F.2d 798, 802,218 
USPQ 289, 292 (Fed. Cir. 1 983), MPEP 21 1 3) 

Regarding claim 4, the permeable polymer microcapsule shell taught by Ley et 
al. is the product of self-condensation and/or cross-linking of etherified urea- 
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formaldehyde resins or prepolymers in which from about 50 to about 98% of the 
methylol groups have been etherified with a C4-C10 alcohol (claim 3). 

Regarding claim 5, the permeable polymer microcapsule shell is a polyurea 
microcapsule prepared. 

Product-by-process limitation in this claim is noted. It is considered while the 
product of the reference is made by a different process, the product made and disclosed 
is the same as being claimed, see "[E]ven though product-by-process claims are limited 
by and defined by the process, determination of patentability is based on the product 
itself. The patentability of a product does not depend on its method of production. If the 
product in the product-by-process claim is the same as or obvious from a product of the 
prior art, the claim is unpatentable even though the prior product was made by a 
different process." (In re Thorpe, 227 USPQ 964,966). Once the Examiner provides a 
rationale tending to show that the claimed product appears to be the same or similar to 
that of the prior art, although produced by a different process, the burden shifts to 
applicant to come forward with evidence establishing an unobvious different between 
the claimed product and the prior art product (In re Marosi, 710 F.2d 798, 802,218 
USPQ 289, 292 (Fed. Cir. 1983), MPEP 2113) 

Regarding claim 6, Ley et al. teaches1-chioro-2,4-phenylene diisocyante, m- 
phenytene diisocyante, and PMPPI as the recited claim (claim 5). 

Regarding claims 7-8, the catalyst taught by Ley et al. is an inorganic catalyst 
such as metal oxide (osmium tetroxide) (claim 25). 
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Regarding claims 9 and 36, the catalyst taught by Ley et al. comprises Pd(0Ac)2 
as the recited claims (claim 25). 

Regarding claims 10-12, as discussed above, the ligand taught by Ley et al. 
comprises triphenylphosphine (Wilkinson's catalysts RhCI(PPh3)3)- It meets the claimed 
limitations. 

Regarding claim 35, Ley et al. teaches to dissolve palladium acetate in a suitable 
solvent such as a hydrocarbon solvent or a chlorinated hydrocarbon solvent (page 9). 

Regarding claim 37, the microencapsulated catalyst system taught by Ley et al. 
includes the catalyst of Pd(0Ac)2 (claim 25), PPhs ligand (Wilkinson's catalyst, page 10), 
and the shell made from PMPPI and/or tolylene dlisocyanate (page 5). 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to YUN QIAN whose telephone number is (571)270-5834. 
The examiner can normally be reached on Monday-Thursday, 10:00am -4:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jerry Lorengo can be reached on 571-272-1233. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
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For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/J.A. LORENGO/ /YUN QIAN/ 

Supervisory Patent Examiner, Art Unit 1793 Examiner, Art Unit 1793 



